PATENT COOPERATION TREATY 

From the INTERNATIONAL SEARCHING AUTHORITY 



To: 

DAVID L. ALBERT! 
DLA PIPER RUDNICK GRAY GARY US 
2000 UNIVERSITY A\^miE 
EAST PALO ALTO, CA 94303 



DOCKETECi 



oecEi>/|EO PCX 

1 7 7108 NOTIFICATION OF TRANSMITTAL OF 
|\PU 1. ' THE INTERNATIONAL SEARCH REPORT AND 

en iS BHP^^^^ITTEN OPINION OF THE INTERNATIONAL 
QtAPlPfe*^ ^ SEARCHING AUTHORITY, OR THE DECLARATION 




Date of mailing 
{dqy/month/year) 



1 A APR 2008 



Applicant's or agent's file reference 



FOR FURTHER ACTION See paragraphs 1 and 4 below 
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Internationa! filing date 

{day/month/year) 28 February 2005 (28.02.2005) 



Applicant 
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ih repwt and the written opinion of the Inieniatidnal Searching Audiont> 



The applicant is entitled, if be so wishes, to amend the clainu of the intsnistional appUcatian (see Rule 46): 

When? The time limit for filing sudi amendments is nonnally two monthsirom the date of transmittail of die international 
search report. 

Where? Directly to the Internationa! Bureau of WlPO, 34 chenun des Colombettes 
121 1 Geneva 20, Switzerland, Facsimile No.: (4t-?2) 338.82.70. 

For more detailed instntctlDns, see the notes on thewoompahying sheet. 

I I The applicant is hereby notified that no international search report will be established and that the declaration under 
Article i7(2}(a) to that effect and the written i^Hnion of the Inientationl Searching Authority are transmitted herewith. 

r~l With regard to the protest against payment of (an) additional fee(s) under Rule 40.2, the applicant is notified that: 

I I Che protest together with die decision thereon bs been transmitted to the Intemational Bureau together wUh the applicimt's 

request to forward the texts of both the protest and die decision thereon to the designated Offices. 
I I no decision has been made yet on die protest; die aiq>li«nit mil be notified as soon as a 
Reminders 



Shortly after the pcpiration of IS months firom the priority dale, the intanational application will be [Hiblished by the Ii 
Bureau. If the applicant wdshes to avoid or posttMoe publicatioa, a notice of whhdrawal of die international application, or of die 
priori^ claim, must reach the International Bureau as. provided in Rules Wibis. 1 and IXibisX respective^, befbre die completion of the 
technical preparations for international publication. 

The applicant may submit comments on an infonnal ba«s cm die written opinion of die International Seardiing Audiority to the 
Intemational Bureau. The Intemational Bureau mil send a copy of such comments to all de$ignated Offiois unless an international 
preliminary examination rqwrt has been «- is to be established. These comments would also be made available to the public but not 
before die expiration of 30 monUis ihwi die priority date. 

Widiitt 19 months &om the priority date, but only in respect of some designated Offices, a demand for uiferaadonal preliminaiy 
examination must be filed if die applicant Wilibes to postpone the entty into Uie national phase until 30 months irom die priority date 
(in some Offices even later); othciwise, the applicant must, williin 20 months from the priority date, perfonn die prescribed act^ for 
entry into the natimal phase before those designated OiUces. 

In respect of Other designated OfSc«, die tnne limit ofJO months (or later) will apply even if no demaid is filed widiin 19 mondis. 
See die Annex to Form PCT/IB/301 and, for details about die applicable time Ifanits, Office by Office, see the PCT Applicant's Guide, 
Volume II, National Chapters and die WIPO In 
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Applicant's or agent's file reference 
2501120-3100 


FOR FURTHER see Form PCTASA>^20 

ACTION ^ 3s, where applicable, item 5 below 


International application No. 
PCT/US05/06616 


International filing date (day/month/year) 
28 Febraary 2005 (28.02;2005) 


(Earliest) Priority Date {dqy/month^ear) 
16 March 2004 (I6.0S.20O4} 



Applicant 
XFIRE, INC 



This intemationai search report has been prepared by this International Searching Authority and is transmitted to the applicant 
according to Article 18. A copy is being transmitted to the Inteniational Bureau. 

This international search report consists of a total of 3^ sheets. 

I I It is also accompanied by a copy of each prior art document cited in this report. 



Basis of the Report 

a. With rega rd to the language, the intemationai search 



□ 



carried out m the basis of: 
the international application in the language in vi^ch it was filed, 
a translation of the international application into _ 



, which is the language 

of a translation furnished for the purposes of intemationai search (Rules 12.3(a) and 23.1(b)) 
This international search report has been established taking into account the rectiflpation of an obvious mistake 
authorized by or notified to this Audiority under Rule 91 Rule 43 .6 bisfa) 

With regard to any liucleotide and/or amino acid sequencedisclosed in the international application, see Box No. 1. 
Certain claims were found unsearchable(See Box No. 11) 

Unity of invention is lacking(See Box No. Ill) 
With regard to the title, 

1^ the text is approved as submitted by die applicant 

□ 

the text has been established by this Audiori^ to read as follows: 



With regard to the abstracti 

the text is approved as.submitted by the applicant. 



the text has been estab1ished,.aQcarding to Rule 38.2(b), by d)is Authority as it appears in Box Na. IV. The ^licant 
may, within one mondi ihnn the date of mailing of this international seatdi report, submit comments to this Authority. 



□ 

With regard to die di 

a. the figure of the dravrings to be published with the abstract is Figure No. £ 

I I as suggested by the applicant 

1^ as selected by diis Auttority, because the applicant &iled 6> suggest a figure. 

I 1 as selected by this Authority, because this figure better characterizes the invention. 

b. I I none of the figures is to be published with die abstract 



Form PCT/ISA/210 (firi^ sheet) (April 2007) 



INTERNATIONAL SEARCH REPORT 








PCT/US05/t)6iS16 



A. CLASSIFICATION OF SUBJECT MATTER 
IPC A63F 9/24(2006.01) 



USPC: 463/42 

According to International Patent Classification (IPC) or to both national classification and IPC 



B. FIELDS SEARCHED 

Minimum documentation searched (classification system followed by classification symbols) 
U.S. : 463/42 



Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 



Electronic data base consulted during the international search (m 
PLUS Search 



le of data base and, where practicable, search terms used) 



DOCUMENTS CONSIDERED TO BE RELEVANT 



Category * 


Citation of document, with indication, where appropriate, of the relevant passages 


Relevant to claim No. 


X 


US Pat- Pub. 2002/0086732 Al (Kirmse et. al.) 04 July 2002 (04.07.2002) paragraphs 8, 29, 


1-5 and 7-24 




53-57 and figures I and 8-10, 




Y 


6, 25 and 26 


Y 


US Pat. Pub. 2004/0032876 Al (Garget, al.) 19 Feburaiy 2004 (19.02.2004). paragraph 21. 


6 


Y 


US Pat. Pub. 2002/0094870 Al (Murray) 18 July 2002 (18.07.2002), Figure 14 iuid 


25 and 26 




paragraph 93. 





I I Further documents are listed in the continuation of B6K G. Q See patent family a 



IE** aultera|qil>caliraar|»aeotpubHshedonor;iflsrtbeiil^^ 



later document published after the iBlemtticnal filing dale or priority 
dale and not io cmfliet with the applicatioii but cited taundcmand the 
principle or thetoy und^lying the invenlioa 

decuinent of paitjoularrdevanci; die clamed invention cannot be 
consideied novel or can no) lie considered to involve an inventive step 
when the document is taken alooe 

docinieat of paiticular relevance; the claimed invention cannot be 

" ■ ■ " re step when Ihedocuineni is combined 



document member of die same patnt fa 



Date of the actual completion of the international search 
01 April 2008(01.04.2008) 


Date of mailing of the international search report 

u APR mm 


Name and mailing address of the ISA/US 
Mai! Stop PCT, Attn: ISAAJS 
ComiHissioner for Patents 
P.O. BOX 1430 

Alexandria, Virginia 22313-1450 
Facsimile No. (571) 273-3201 


Robert EPezzjjtd /5'»*'»-7>^***^ 

Telephone No. (571)272-3600 c^^^7 



Form PCT/ISA/210 (second sheet) (April 2007) 



PATENT COOPERATION TREATY 

From the 

I NTERNATIONAL SEARCHING AUTHORITY 

To: 



DAVID L. ALBERTI 

DLA PIPER RUDNICK GRAY GARY US LLP 
2000 UNIVERSITY AVENUE 
EAST PALO ALTO, CA 94303 



PCT 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



(PCT Rule 43te.l) 



Applicant's «r agent's file reference 
2501120-5100 



FOH FURTHER ACTION 

See paragraph 2 below 



Ihtemationel application No. 
PCT/US05/06616 



International filing date (dc^/month/year) 
28 February 2005 (28.02.2005) 



Priority date {dc^monthfyeca') 
16 Marefa 2004 (16.03.2004) 



International Patent Classification (IPC) or both national classification and IPC 
IPC: A63F 9/24(2006.01) 

USPC: 463/42 



Applicant 
XFIRE.INC 



1. This opinion contains indications relating to the following items: 

Basis of the opinion 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Rule 432>iK l(a)(i) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supportii^ such statement 

Certain documwits cited 

Certain defects in the international application 

Certain observations on the international application 

2. FURTHER ACTION 

If a demand for international preliminaiy examination is made, this opinion will be considered to be a written opinion of the 
International Preliminary Examinmg Authority ("IPEA") except that this does not apply where the applicant chooses an 
Authority other than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.16»(%) 
thdt written opinions of this Llitemational Searching Authority will not be so considered. 

If this opinion is, as provided above, considered to be a wrhten opinion of the IPEA, the applicant is invited to submit to the 
IPEA a written reply together, where approprute, with amendments, before the expiration of 3 months from the date of mailing 
of Form PCTASA/220 or before the expiration of 22 months from the priority date, whidicver expires later. 
For fiirthtr options, see Form PCr/ISA/220, 

3. For fiirther details, see notes to Foim PCT/lSA/220. 



□ 


Box No. I 
Box No. II 


□ 


Box No. Ill 


□ 


Box No. IV 




Box No. V 


□ 


Box No. VI 


□ 


Box No. VII 


□ 


Box No. VIII 



Name and mailing address of the ISA/ US 
Mail Stop PCT, Attn: ISA/US 
CominissiDner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Facsimile No. (571) 273-3201 



Date of completion of this opinion 
01 April 2008 (01.04.2008) 



Authorized ofQcer 
Robert E 




Telephone No. (571)272-3600 



Foim PCT/lSAy237 (cover sheet) (April 2007) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



Intemationid a]q>l]cation No. 
PCTAJS05/06616 



Box No. I Rasis of this opinion 

1. Wittt regard to the language^ this o|miion has been established on the basis of: 

1^ the mtemational application in the language in which it was filed 

a translation of the international application into , v/bidn is the language of a translation furnished for the purposes of 

international search (Rules 12.3(a) and 23.1(b)), 

This opinion has been established taking into account the rectificatioB of an obvious mistalce authorized by or notified to this 
Authority under Rule 91 (Rule 43^».l(a)) 
3. With regard to any nncleotide and/or amino add seqaence disclosed in the international application, this opinion has been 
established on the basis of: 

a. type of material 

[ I a sequence listing 

I I table(s) related to ifae sequence listing 

b. fonnat of material 
I I on paper 

I I in electronic form 

c. time of filing/fUmishing 

I I contained in the international application as filed. 
I I filed together with the international application in electronic fonn. 
furnished subsequently to this Authority for the purposes of search. 

In addition, in the case that more than one version or copy of a sequence listing and/or table($) relating thereto has been filed 
or furnished, the required statements that the information in the subsequent or additional copies is identical to that in the 
application as filed or does not go beyond the application as filed, as apprcpriate, were furnished. 

S. Additional cotmnents: 



Form PCT/ISA/237(Box No. I) (April 2007) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



Intenrattonal application No. 
PCT/US05A)6616 



Box No. V Reasoned statement under Rule 43 A«.l{a)(i) with regard to novelty, inventive step or industrial 
^ applicability; citations and explanations supporting such statement 

1. Statement 



Novelty (N) Claims 6. 25 and 26 YES 

Claims 1-5 and 7-24 .NO 

Inventive step aS) Claims NONE YE& 

Claims ^NO 

Industrial applicability (lA) Claims 102 ^YES 

Claims NONE ^NO 



2. Citations and explanations: 
Please See Continuation Sheet 



Form PCT/ISA^37 (Box No, V) (April 2007) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



Supplemental Box 

In case the space in any of the precedmg boxes is not sufficient. 



International application No. 
PCT/US05/06616 



V. 2. Citations and Explanations: 

Claims US and 7-24 lack novelty under PCT Article 33(2) as being anticipated by Kirmse (US 2002/0086732). 

Kirmse discloses a client-server system including a plurality of game clients, a game server, a plurality of messenger clients, and a 
messenger server. The game server include logic to operate a multiplayer game using inputs from and outputs to an active game set of 
game clients, wherein game clients other than those in the aeu've game set can join an active game by supplying the game server with a 
reference to the active game. The messmger server includes logic to forward messages from a sender messenger client to a receiving 
messenger client (para. 0008). Additionally, logic is inchided fat coupluig a game client to a messenger client to allow the game client to 
send the messenger client data used to initiate joining a game, wherd)y a message sent by the messenger client includes the data used to 
initiate joining a game. Also, logic is included for initiating a j oin of a game at an invitee client, using data received in a message to the 
invitee. Kirmse additionally discloses: 

Re claims 1, 12, and 18. Kirmse discloses a system (10) for facilitating multiplayer gaming over a computer network (16). the System 
comprising: a client program ninning m i terminal (12) that automatically detects when selected individuals are playing certain 
muttipl»yer games on the computer network (Figs. 1 and 8^ 1 0; paras. 0029 and 0OS3), and notifies a user of the games and the selected 
individuals playing the games (para. 0053). 

Re claims 2, 1 2, and 19. The system of claim 1 , wherein the client program is further adapted to allow the user to join an individual in a 
game by running an instance of the game on the terminal and connecting the terminal to a location hosting the game {para. 0010; 0054; 
0056-57). Moreover, the claim language "adapted to" is an intended use limitation that does not distinguish the claimed system over the 
prior art. The claim recitation is not a positive limitation, thus, the client program only requires the ability to perform. Furthennore, whi le 
features of an apparatus may be recited either structurally or functionally, claims directed to an apparatus must be distinguished from the 
prior art in terms of structure rather than flinction alone. (MPEP § 21 14). 

Re claim 3. The system of claim 2 wherein the client program further generates a user interface that allows the user to join an mdividual 
in a game by selecting an icon (friend's identifier or smiley fece icon) (Fig. 10; para. 0054; 0077). 

Re claims 4, 13, and 20. The system of claim 2 wherein the client program is further adapted to detect running games on the user 
terminal and to communicate data identifying the rumung games and the user over the computer network for receipt by selected 
individuals (Fig. 8-10; para. 0053). 

Re claims S, 13, and 20. The system of cl^ 4 fur&er comprising: a second program that determines a eonnecdon status of the miming 
games and communicates the connection status to the client program (para. 0010, lines l-1 1); wherein the client pmgnaa is fiirther 
adapted to communicate the connection status of the running games over the computer network for receipt by the selected individuals 

(para. Q010. lines 11-1.3). 

Farai PCT/ISA/237 (Supplemental Box) (April 2007). 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



International application No. 
PCTAJS05y06616 



Supplemental Box 

In case the space in any of thie preceding boxes is not sufficient. 

Re claims 7, 14, and 21 . The system of claim 5 wherein the connection status comprises an IP address hosting a corresponding game 
(para. 0035; 0086). 

Re claim 8. The system of claim 5 further comprising: one or more servers (messenger server) adapted to receive the data and connection 
status and to conununicate the data and connection status to th&selected individuals (18, Pig. 1; 1 18, Fig. 12; para. 0010; 0053). 
Re claims 9, I S, and 22. The system of claim !4 wherein the program is iiirther adapted to allow the user to send and receive instant 
messages to and from selected individuals (para. 0029). Also, sec the intended use raUonalc provided above. 

Re claims 10, 16, and 23. The system of claim 9 wherein the seleeted individuals include individuals stored on a friend list created by the 
user (para. 0003). 

Re claims 1 1, 17, and 24. The system of claim 10 wherein the selected individuals include individuals stored on a friend list created by 
an individual stored on a friend list created by the user (para. 0003: since a user has a friend list (as shown in Figs. 8^10), then a friend on 
the list also has a friend list b/c both the user and the friend have the IM sofrware). 



Claim ti lacks an Inventive step under PCT Article 33(3) as being obviiius over KErnisti (US 2002/0086732) in view of Garg (US 

2004/0032876). 

Kirmse discloses that as discussed above with regards to claims 1-5 and 7-24. 

Kimnsc frtils to disclose the system of claim S wherein the second pro-am comprises an LSP program. 

In an analogous reference, Garg teadies qf a network system that uses an LSP to intercept data sent and received by a client device. Gaig 
is silent tO a gaming network. However, Garg teaeihes of an LSP progtsm (paia. 0021). 

It would have been obvious to one of ordinary skill in the ait at the time the invention was made to incorporate Garg's LSP program in 
Kirnise. One vn>utd be motivated to do so in onrder to take advantage of current technologiy to monitcr which game server the user is 
connecting to so that an IP address can be obtained for other playns to connect to the same server to play the same game. 



Claims 25 and 26 Jack an inventive itep under PCT Article 33(3) as beiBg obvious over Kirmse (US 2002/0086732) in view of 
Murray (US 2002/D094870). 

Re claim 25. Kirmse discloses a computerized method for communicating over a computer network, comprising: detecting when first 
individuals stored on a list associated with a user are present on the computer networii (Fig. 8-10; para. 0003; 0053); detecting when 
second individuals stored on a list associated with one or more of the first individuals are present on the computer network (Fig. &10; 
para. 0003; Q053). 

However, Kirmse fails to disclose: notifying the user that die first and second individuals arc present on the computer network; and 
allowing the user to send and receive messages to and from the first and second individuals. 

In an analogous reference, Murray teaches a game which displays a list of friends including friends of friends involved in the ^e (Fig. 
1 4) and also enables the user to communicate with all the friends on the jist (para. 0093). 

It would have been obvious to one of ordinaiy skill in the art at the time the invention was made to incMe friends of friends in Kirmse's 
displayed friend list and ftitow conununication among more friends in Order to increase the community of players playing the same game 
(para. 0093) 

Re claim 26. Kirmse discloses instant messages (para. 0029). 



Foim PCT/ISA/237 (Supplemental Box) (April 2007) 



NOTES TO FORM PCT/ISA/220 (continued) 

that Identical indieations concerning several claims may be grouped), whettwr 

(i) the claim is unchanged; 

(ii) the claim is cancelled; 

(iii) tlie claim is new; 

(iv) the claim replaces one or more claims as filed; 

(v) the claim is the result of the division of a claim as filed. 
The folibwing examples illustrate the manner in which amendments roustbe explained In the accompanying 
letter: 

1 r Where onKinaliv there were 48 claims and after amendment of some claims there are 5.1 ]: 
'aaims Uo 29, 3 U2, 34. 35. 37 lo 48 replaced by amended claims beanng the same numbers, 
claims 30. 33 and 36 unchanged; new claims 49 to 5 1 added." 

2 [Where onginally there were 15 claims and aher amendment ofall cta.ms there are I I ]: 
"Oaims I to 1 5 replaced by amended claims 1 to i I . . .Air,a 

3. [Where originally there «,ere 14 claims and the amendments consist ,n cancelling some claims and in adding 

"aaims'T ti 6 and II unchanged; claims 7 to 13 cancelled; new claims 15. 16 and 17 added." or 
•Sms7 to 13^ancelled; net claims 15. 16 and 17 added; all other clainw unchanged. 

' SSTT^cht^^^^^ 1? cancelled;, claims 14. l5 and 16 replaced by amended 

cSmT4; claim 17Sivided into amended claims I S. 1 6 and 1 7; new claims 20 and 21 added. 
•'Statement under Article 19(1)" (rtule 46.4) 

TTie statei-sni will be published with the international application and the amended claims. 
It must br in the Ijinguage in which the international appUcatitm is to bepobUshed. 
It must b.. brief, not exceeding 500 woids if in Englishor if translated into Biglish. 

usingthewords -statement under Article 19(1).'' 

report may be made only In connection with an amendment of that claim. 

Consequence if a demand for international preliminary examination has already been filed 

sentence) For further information, see the Notes to the demand form (PCT/!PEAy40 1 ). 
'StdtfeTS^iSoTtSett^^^^^ 

Consequence with regard to transh^tion of the international appHeation'Kr entry into the naUooal phase 
the translation of the claims as filed 

For further details on the requirements of each designated/elected Office, see the PCT AppUca^i 's Gunle, 
Volume II. 



